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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments filed 12/17/2008 have been fully considered but they are 
not persuasive. In the arguments filed 12/17/2008, the Applicant asserted that the 
claimed feature of "setting up a transmission-controlling connection between the second 
fax machine and the second data gateway substantially simultaneously with the 
transmission-controlling connection between the first fax machine and the first data 
gateway" is not disclosed by the combination of the background of the invention, 
Sakurai '373, Endo '038 or Johnston '585. The Examiner respectfully again disagrees 
with this assertion. 

In the reference of Johnston '585, the system discloses performing functions in 
figures 4 and 6 concurrently or partially concurrently 1 . When looking at figure 6, the first 
and second facsimile devices establish a PSTN link with their respective gateways. If 
the PSTN link established with the sending facsimile occurs concurrently with the 
established link between the receiving facsimile and the respective gateway, the 
asserted claim feature mentioned above is performed. Moreover, with the facsimile and 
gateway system execution displayed in figure 4, the concurrence of functions can occur. 
With blocks (303) and (306) occurring at the same time, the feature of having the 
respective gateways communicate with their facsimiles is accomplished. In order to 
establish a link between the two facsimiles, the gateways have to establish a line 
communication with their respective facsimile devices. Therefore, with the above 



1 See Johnston '585 col. 10, II. 2-14. 
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explanation, the Examiner believes the claim limitation is performed with the reference 
of Johnston. 

In addition, the system uses a public switched telephone network (PSTN) 
between the facsimile and gateways and can use the internet with communication 
between the gateway devices 2 . This is analogous to Applicant's VOIP system with a 
network operating in accordance with the T.30 standard and sending IP data between 
the gateway devices. With data being passed from the first facsimile to the second 
facsimile through the establishment of communication lines in between, the function of 
performing the establishment of communication between the facsimiles and the 
respective gateways in a concurrent manner is performed. In order for the link to be 
established with partial concurrence with the first gateway calling the second facsimile, 
the first gateway and the first facsimile have to already have an established line and 
then the second facsimile and second gateway have to in an extremely short span of 
time setup a line of communication. Since the Johnson '538 system discloses the 
concurrence of the couple steps in figure 4, the Examiner still believes that the sending 
of a transmission controlling connection of one facsimile and gateway simultaneously 
with another facsimile and gateway is performed. 

Despite the many assertions by the Applicant regarding the claim feature, the 
Examiner has discovered no teaching in the specification regarding the transmission 
controlling connection being setup between a facsimile to a gateway substantially 
simultaneously with the setup of a transmission controlling connection between the 



2 Id. at col. 2, II. 54-67. 
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other facsimile and gateway. It is shown in figure 1 B that this function occurs between 
the DG1 and FX1 and DG2 and FX2, which are all inside the private branch exchanges 
(PBX) in figure 3. 



Drawings 

2. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the feature of the 
transmission controlling connection occurring between the first facsimile device and its 
respective gateway substantially simultaneously with the transmission controlling 
connection with the second facsimile device and the second gateway must be shown or 
the feature(s) canceled from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
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Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 



Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 1 and 3-13 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. When viewing the drawings and the 
specification, the claimed "transmission controlling connection" feature is not seen to 
occur between facsimile devices and their respective gateways. This feature is taught 
to occur within the PBXs that contain the gateway and fax protocol that perform the 
transmission controlling connection as seen in figure 2B. Since the specification does 
not describe the claimed invention in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor had possession of the claimed Invention at the time 
the invention was made, the Examiner rejects the claim under 112 1 st paragraph. 



5. 



The following is a quotation of the second paragraph of 35 U.S.C. 112: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 1 and 3-13 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. When comparing the claim language with the 
specification and figure 1 B, the claims are not consistent with the specification 
disclosure. Since the invention in the claims are directed towards a transmission- 
controlling connection between the facsimiles and their respective gateways and the 
specification discloses this occurs within the PBXs between the fax protocols and the 
gateways associated with the fax protocols, the Examiner rejects the claim language for 
being inconsistent with the specification. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 1 and 3-13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over the admitted prior art in view of Endo '038 (USP 6381 038) and Sakurai '373 (US 
Pub No 2002/0001373) and Johnston '585 (USP 6480585). 

Re claim 1 : The admitted prior art discloses a method for setting up a fax connection 
between a calling fax machine controlled by a first communication facility and a called 
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fax machine controlled by a second communication facility over a packet-oriented 
network connecting the communication facilities, comprising: 

terminating sent data of a first fax machine at a first data gateway belonging to 
the first communication facility (i.e. when resources need to be released, the fax 
machine sends messages or data through the network unit to the data gateway. Step to 
is an example of the first fax machine using the network unit (NU1 ) to send request data 
to request the provisioning of resources of the first data gateway for data connection to 
the other fax machine in the system. This request is sent to the first data gateway, 
where it is terminated, which belongs to the first communication facility shown in figure 
3; see figs. 2 and 3; paragraphs [0015]-[0024] in applicant's specification); 

terminating sent data of a second fax machine at a second data gateway 
belonging to the second communication facility (i.e. the second fax machine sends data 
to the second data gateway requesting provisioning of resources for the second data 
gateway for the data connection to be set up for the first fax machine. The second fax 
machine sends data to the second data gateway that is terminated at the second data 
gateway, which belongs to the second communication facility; see figs. 2 and 3; 
paragraphs [0025]-[0027] of applicant's specification); 

setting up a payload data connection between the first and second data 
gateways (i.e. in the background of the invention, at set t5, the connection setup of a 
payload data connection takes place between the first data gateway (DG1) of the first 
fax protocol and the second data gateway (DG2) of the second fax protocol; see figs. 2 
and 3; paragraphs [0028] and [0029] of applicant's specification); 
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setting up a transmission-controlling connection between the first fax machine 
and the first data gateway (i.e. the first data gateway acts as a fax machine 
communicating to the fax machine important information it receives. Once the first data 
gateway sets up the transmission connection with control messages, analogous to 
transmission-controlling connection, this sets up the first fax machine for transmission 
that will occur later on in the process. Illustrated in steps t1 4-1 6, the set up of the 
connection of the fax machine with the respective data gateway and the fax protocol 
takes place before the transmission of the image data occurs. Step t14, indicates the 
successful initialization of the sender side arrangements for initiating the data 
connection to the first data gateway, which is analogous to setting up the connection 
that controls the transmission of data between the first fax machine to the first data 
gateway. Also, with the connection setup occurring in t5 that setup a data connection 
between the fax machines and their respective gateways, without this connection being 
established, the transmission of data would not occur. Therefore, this also can be 
considered as process that performs a transmission-controlled connection; see figs. 2 
and 3; paragraphs [0041]-[0045]); 

setting up a transmission-controlling connection between the second fax machine 
and the second data gateway (i.e. the second data gateway acts as a fax machine 
communicating to the fax machine important information it receives. Once the second 
data gateway sets up the transmission connection with control messages, analogous to 
transmission-controlling connection, this sets up the second fax machine for 
transmission that will occur later on in the process. Shown in figure 2B, steps t19-t22, 
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illustrates the set up of the connection of the second fax machine with the respective 
data gateway. The second fax protocol establishes a connection with the second data 
gateway so that data can be transmitted to the second data gateway from the second 
fax protocol. Also, with the connection setup occurring in t5 that setup a data 
connection between the fax machines and their respective gateways, without this 
connection being established, the transmission of data would not occur. Therefore, this 
also can be considered as process that performs a transmission-controlled connection; 
see figs. 2 and 3; paragraphs [0045]-[0052]); and 

transmitting identification information of the sending fax machine from the first 
data gateway to the second data gateway (i.e. in step t17, the system of the related art 
transmits identification information to the second data gateway from the first data 
gateway of the sending or transmitting fax machine. This is clearly shown in figure 2B; 
see figs. 2 and 3; paragraphs [0045]-[0052]). 

However, the admitted prior art fails to teach transmitting identification 
information of a sending fax machine from the first data gateway to the second data 
gateway after setting up the transmission-controlling connection between the second 
fax machine and the second gateway. 

However, this is well known in the art as evidenced by Endo '038. Endo '038 
discloses after setting up the transmission-controlling connection between the second 
fax machine and the second gateway (i.e. the reference of Endo is similar to the 
admitted prior art since both systems involve sending a facsimile message over an 
internet network. In Endo, the network (400) comprised of the internet is used in 
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facsimile communications. However, Endo specifically discloses setting up a 
transmission controlling connection between a second facsimile device and the 
associated gateway. Shown in figure 7, the second facsimile device receives a call 
from the second gateway and in response to this call a line is established between the 
two devices. The Gateway then receives the CED signal, or the answering tone, and 
sends other signals to the first gateway. The signals sent before the actual image data 
is sent are considered as control signals; See figs. 6, 7 and 1 9; col. 2, In 5-1 0, col. 1 1 , In 
55 -col. 12, In 35 and col. 14, In 39 -col. 15, In 16). 

Therefore, in view of Endo '038, it would have been obvious to one of ordinary 
skill at the time the invention was made to have the feature of after setting up the 
transmission-controlling connection between the second fax machine and the second 
gateway in order to have a line connection established through an exchange of various 
control signals after a call is made (as stated in Endo '038 col. 2, In 5-10). 

However, the admitted prior art in view of Endo '038 does not specifically teach 
transmitting identification information of a sending fax machine from the first data 
gateway to the second data gateway. 

However, this is well known in the art as evidenced by Sakurai '373. Sakurai 
'373 discloses transmitting identification information of a sending fax machine from the 
first data gateway to the second data gateway (i.e. the system of Sakurai is similar to 
the above applied references since it involves sending a fax transmission over the 
internet (same field of endeavor). However, in the system, the different gateways 
establish communications with their respective facsimile devices. Each gateway 
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establishes what state each facsimile is in. After, the communication is established with 
the gateways and facsimiles, the transmission signals are sent to connect the facsimiles 
and gateways. Once these are connect, in figures 7 or in the prior art figure 14, the TSI 
signal, considered as the identification signal, is sent to the second gateway from the 
first gateway; see figs. 7 and 14; paragraphs [0009]-[0019] and [0066]-[0075]). 

Therefore, in view of Sakurai '373, it would have been obvious to one of ordinary 
skill at the time the invention was made to have the feature of transmitting identification 
information of a sending fax machine from the first data gateway to the second data 
gateway, incorporated in the device of the admitted prior art, as modified by the features 
of Endo '038, in order to connect the facsimile apparatus to the respective gateway for 
the system to know the devices transmission or receipt state (as stated in Sakurai '373 
paragraph [0047]). 

However, the combination of the admitted prior art in view of Endo '038 and 
Sakurai '373 fails to specifically teach setting up a transmission-controlling connection 
between the second fax machine and the second data gateway substantially 
simultaneously with the transmission-controlling connection between the first fax 
machine and the first data gateway. 

However, this is well known in the art as evidenced by Johnston '585. Johnston 
'585 discloses setting up a transmission-controlling connection between the second fax 
machine and the second data gateway substantially simultaneously with the 
transmission-controlling connection between the first fax machine and the first data 
gateway (i.e. Like the above applied references, the Johnston reference discloses 
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facsimile signals is sent from a transmitting facsimile to a receiving facsimile device 
through respective gateways associated with each facsimile device (same field of 
endeavor). In the reference of Johnston '585, the system discloses performing 
functions in figures 4 and 6 concurrently or partially concurrently. When looking at 
figure 6, the first and second facsimile devices establish a PSTN link with their 
respective gateways. If the PSTN link established with the sending facsimile occurs 
concurrently with the established link between the receiving facsimile and the respective 
gateway, the asserted claim feature mentioned above is performed. Therefore, with the 
above explanation, the Examiner believes the claim limitation is performed with the 
reference of Johnston; see Johnston '585 col. 10, II. 3-10.). 

Therefore, in view of Johnston '585, it would have been obvious to one of 
ordinary skill at the time the invention was made to have the feature of setting up a 
transmission-controlling connection between the second fax machine and the second 
data gateway substantially simultaneously with the transmission-controlling connection 
between the first fax machine and the first data gateway, incorporated in the device of 
the admitted prior art, as modified by the features of Endo '038 and Sakurai '373, in 
order to perform facsimile functions concurrently (as stated in Johnston '585 col. 10, II. 
3-10). 

Re claim 3: The teachings of admitted prior art in view of Endo '038, Sakurai '373 and 
Johnston '585 are disclosed above. 
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The admitted prior art discloses the method according to claim 1 , wherein the 
identification information identifies a type of fax machine (i.e. as stated in paragraph 
[0045] of the background of the invention, the TSI can be details of the type of fax; see 
paragraph [0045] of the background of the invention). 

Re claim 4: The teachings of admitted prior art in view of Endo '038, Sakurai '373 and 
Johnston '585 are disclosed above. 

The admitted prior art discloses the method according to claim 1 , wherein the 
identification information contains information about a directory number identifying the 
fax machine (i.e. as stated in paragraph [0045] of the background of the invention, the 
TSI can comprise of a directory number identifying the first fax machine or any other 
machine; see paragraph [0045] of the background of the invention). 

Re claim 5: The teachings of admitted prior art in view of Endo '038, Sakurai '373 and 
Johnston '585 are disclosed above. 

The admitted prior art discloses the method according to claim 1 , wherein at least one 
of the first and second data gateways employs a fax protocol unit for converting 
connection-controlling payload data (i.e. at step t7, the fax protocol is used in the first 
data gateway in order to receive a request for opening a useful data channel for the 
waiting remote copy data transmission. The first fax protocol translates or converts this 
incoming information and opens up a useful data channel. This is an example of 
converting the connection-controlling useful data since it opens up a useful data 
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connection based on the control message sent to the fax protocol; see figs. 2 and 3; 
paragraphs [0030]-[0035]). 

Re claim 6: The teachings of admitted prior art in view of Endo '038, Sakurai '373 and 
Johnston '585 are disclosed above. 

The admitted prior art discloses the method according to claim 1 , wherein both the first 
and second data gateways employ a fax protocol unit for converting connection- 
controlling payload data (i.e. at step t7, the fax protocol is used in the first data gateway 
in order to receive a request for opening a useful data channel for the waiting remote 
copy data transmission. The first fax protocol translates or converts this incoming 
information and opens up a useful data channel. This is an example of converting the 
connection-controlling useful data since it opens up a useful data connection based on 
the control message sent to the fax protocol. Also, in step t19, a request is sent from 
the second data gateway to the second fax protocol requesting for the fax protocol to 
open up a useful data channel or connection for the waiting remote copy data 
transmission. The second fax protocol converts the useful data that controls the setting 
up of a connection in the system; see figs. 2 and 3; paragraphs [0030]-[0052]). 

Re claim 7: The teachings of admitted prior art in view of Endo '038, Sakurai '373 and 
Johnston '585 are disclosed above. 

The admitted prior art discloses the method according to claim 6, wherein control 
messages are exchanged between the fax protocol units and the data gateways, and 
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the control messages are received and sent by an intermediately connected application 
interface (i.e. as stated in the background of the invention in paragraph [0033], control 
messages are sent between the fax protocols and the data gateways, which implies that 
one has to be a transmitter and one a receiver in the messaging process. These 
messages are sent and received via an intermediately connected CAPI protocol unit, 
which is also considered application interface; see paragraph [0033]). 

Re claim 8: The teachings of admitted prior art in view of Endo '038, Sakurai '373 and 
Johnston '585 are disclosed above. 

The admitted prior art discloses the method according to claim 7, wherein the 
application interface is embodied according to a CAPI standard (i.e. the application 
interface used in sending and receiving the messages in the system uses the known 
interface CAPI, which is a software or communication interface that makes the 
communication protocols available for the useful data channel; see paragraph [0033]). 

Re claim 9: The teachings of admitted prior art in view of Endo '038, Sakurai '373 and 
Johnston '585 are disclosed above. 

The admitted prior art discloses the method according to claim 2, wherein the 
identification information identifies a type of fax machine (i.e. as stated in paragraph 
[0045] of the background of the invention, the TSI can be details of the type of fax; see 
paragraph [0045] of the background of the invention). 
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Re claim 10: The teachings of admitted prior art in view of Endo '038, Sakurai '373 and 
Johnston '585 are disclosed above. 

The admitted prior art discloses the method according to claim 9, wherein the 
identification information contains information about a directory number identifying the 
fax machine (i.e. as stated in paragraph [0045] of the background of the invention, the 
TSI can comprise of a directory number identifying the first fax machine or any other 
machine; see paragraph [0045] of the background of the invention). 

Re claim 1 1 : The teachings of admitted prior art in view of Endo '038, Sakurai '373 and 
Johnston '585 are disclosed above. 

The admitted prior art discloses the method according to claim 10, wherein the first and 
second data gateways employ a fax protocol unit for converting connection-controlling 
payload data (i.e. at step t7, the fax protocol is used in the first data gateway in order to 
receive a request for opening a useful data channel for the waiting remote copy data 
transmission. The first fax protocol translates or converts this incoming information and 
opens up a useful data channel. This is an example of converting the connection- 
controlling useful data since it opens up a useful data connection based on the control 
message sent to the fax protocol; see figs. 2 and 3; paragraphs [0030]-[0035]). 

Re claim 12: The teachings of admitted prior art in view of Endo '038, Sakurai '373 and 
Johnston '585 are disclosed above. 
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The admitted prior art discloses the method according to claim 1 1 , wherein both the first 
and second data gateways employ a fax protocol unit for converting connection- 
controlling payload data (i.e. at step t7, the fax protocol is used in the first data gateway 
in order to receive a request for opening a useful data channel for the waiting remote 
copy data transmission. The first fax protocol translates or converts this incoming 
information and opens up a useful data channel. This is an example of converting the 
connection-controlling useful data since it opens up a useful data connection based on 
the control message sent to the fax protocol. Also, in step t19, a request is sent from 
the second data gateway to the second fax protocol requesting for the fax protocol to 
open up a useful data channel or connection for the waiting remote copy data 
transmission. The second fax protocol converts the useful data that controls the setting 
up of a connection in the system; see figs. 2 and 3; paragraphs [0030]-[0052]). 

Re claim 13: The teachings of admitted prior art in view of Endo '038, Sakurai '373 and 
Johnston '585 are disclosed above. 

The admitted prior art discloses the method according to claim 12, wherein control 
messages are exchanged between the fax protocol units and the data gateways, and 
the control messages are received and sent by an intermediately connected application 
interface (i.e. as stated in the background of the invention in paragraph [0033], control 
messages are sent between the fax protocols and the data gateways, which implies that 
one has to be a transmitter and one a receiver in the messaging process. These 
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messages are sent and received via an intermediately connected CAPI protocol unit, 
which is also considered application interface; see paragraph [0033]). 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

10. Endo (USP 6522429) discloses a facsimile communication system that 
exchanges control signals and establishes communication lines before identification 
information and image data is transmitted. 

1 1 . Tanimoto '088 (USP 7206088) discloses in figures 3 and 7 that facsimile 
connections with a fax device and its gateway associated with a fax relay can occur 
simultaneously with a receiving facsimile device and its associated gateway and relay 
server. 

12. Scott '481 discloses a real-time facsimile transmission over digital networks. 

1 3. Somekh '960 discloses a modem relay over a packet based network that 
involves the process of VOIP operations. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHAD DICKERSON whose telephone number is 
(571)270-1351 . The examiner can normally be reached on 9:30-6:00pm Monday- 
Friday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Twyler Haskins can be reached on (571) 272-7406. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

10. DJ 

/Chad Dickerson/ 
Examiner, Art Unit 2625 



/Twyler L. Haskins/ 

Supervisory Patent Examiner, Art Unit 2625 



